UNI TED STATES DI STRI CT COURT
DI STRI CT OF MAI NE

HUNTER ASSCOCI ATES, | NC.,
Plaintiff
v Civil No. 96-116-P-C

JAMES ALBERT, D/ B/ A PHOTO
CLASSI FI ED

Def endant

GENE CARTER, Chief Judge

VEMORANDUM AND ORDER DENYI NG PLAI NTI FF*S MOTI ON FOR A
TEMPORARY RESTRAI NIl NG ORDER AND PRELI M NARY | NJUNCTI ON

Plaintiff and Defendant are publishers of conpeting
magazi nes of classified advertisenents for autonotive vehicl es.
Now before the Court is Plaintiff’s Mtion for Tenporary
Restraining Order and Prelimnary Injunction (Docket No. 2)
requesting this Court to enjoin Defendant from copying the cover
design of Plaintiff’s magazi ne and from di spl ayi ng his nmagazi ne
in Plaintiff’'s retail display racks. This Court will deny the
noti on because Plaintiff has failed to denonstrate a |ikelihood
of success on the nerits.

FACTS

In support of its nmotion, Plaintiff has submtted
decl arati ons of Thomas Lenberger, Frank Sl eeper, and Russ Qi dden
(Docket Nos. 3, 4, 5). Lenberger is the President of Plaintiff

Hunt er Associ ates, Inc., the publisher of Auto Hunter, a photo




classified nagazi ne for autonotive vehicles. Lenberger T 2.

Sl eeper and A idden are distributors of the nagazine. Sl eeper
1 2, didden § 2. The facts as reveal ed by those decl arati ons
are as follows.

Plaintiff has published the nagazi ne continuously since My
1975. Lenberger Y 3. The magazine is published bi-weekly and is
sold in grocery and conveni ence stores in Mai ne, New Hanpshire,
Massachusetts, Vernont, Connecticut, Rhode I|sland, and New YorKk.
Lenberger § 4. Plaintiff offers the magazine for display to the

stores in magazi ne racks provided by Auto Hunter. Lenberger § 6.

Since 1983, the cover of Auto Hunter depicts a large |icense

plate with the words "Photo Classified Want Ads"” in small letters
above the title of the magazine, "Auto Hunter", which is in tall
bl ock letters. Lenberger § 7; Conplaint Exhibit 7. Belowthe

| icense plate is the heading "Largest Vehicle Marketplace In The
Northeast U.S." Below that caption are six black-and-white
phot ogr aphs of autonotive vehicles arrayed in two col ums of

t hree phot ographs each. There are three |ines underneath the
phot ogr aphs stating "THOUSANDS OF VEHI CLES LI STED'; "Cars * Boats
* Trucks * Rec. Vehicles * Bikes"; and "275,000 READERS * 7
STATES * BUY * SELL." The cover design typically features a two-
color layout which alternates bi-weekly between warm and cold
color schenes. Lenberger Y 7; Conplaint Exhibits 1, 2.

Plaintiff uses a pattern in its color selection that it alleges
I's predictable to anyone nonitoring prior editions. Lenberger

1 11.



Def endant distributes Photo Classified, a photo classified

adverti senent nmgazi ne for autonotive vehicles. Lenberger | 8;
Sleeper § 3. Oiginally, the nonthly magazi ne was di stri buted
only in northern Miine, had significantly fewer |istings than

Aut o Hunter, was of poorer quality, and had a cover design that

was easily distinguishable fromthat of Auto Hunter. Lenberger

1 8, Sleeper Y 4, 5, Exhibit A, didden f 3; Conplaint Exhibit
3.

By the fall of 1995, Defendant had expanded distribution
I nto sout hern Mai ne and New Hanpshire. Lenberger  10. At the
sanme tinme, Defendant changed the design of its cover to contain a
rectangular filmstrip with the magazine title above six bl ack-
and- whi t e phot ographs of autonotive vehicles arrayed in two
colums of three. Lenberger § 10; Sleeper T 11; Conpl aint
Exhibit 4. Defendant al so enpl oyed a two-color schene simlar to
the one used by Plaintiff. Lenberger § 10. 1In addition
Plaintiff’s representatives allege that there were many incidents
I n which Defendant’s nmagazi ne appeared in Plaintiff’s retail
di spl ay racks. Lenberger § 10; Sleeper § 12. Al though
Def endant’ s magazi ne i ncreased i n nunber of pages, it continued

to be snmaller than Auto Hunter and of poorer quality. Sleeper

19 10, 11; Gidden § 6. At this tine, Plaintiff began to

experience a decrease in the sales of Auto Hunter in Miine

stores. Sleeper 7 11, 13.
In the March 1996 i ssue of Photo O assified, Defendant nade

several nore changes to the magazi ne cover. Lenberger § 12.
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Def endant rounded the corners of the photograph frames, added a
headi ng above the photographs stating "MAINE & N. H LEADI ND [ si c]
VEHI CAL [sic] MARKETPLACE," and inserted a frane at the bottom of
t he page providing "CARS, TRUCKS, BOATS, EQUI PMENT, SNOWOBI LES,
RECREATI ONAL VEHI CLE., [sic] AND MJCH MORE." Lenberger  12;
Conpl ai nt Exhibit 5. For the cover of the March 1996 issue,

Def endant used a red and yell ow col or schene simlar to the one

subsequently used by Plaintiff in the April 13, 1996, issue of

Auto Hunter.! Lenberger § 12; Conplaint Exhibits 5, 6. In

addition, for the April 1996 issue of Photo O assified, Defendant

enpl oyed a blue and purple color schene simlar to the one

subsequently used by Plaintiff in the April 27, 1996, issue of

Auto Hunter. Lenberger § 14; Conplaint Exhibits 7, 8. Plaintiff

further alleges that the nunber of reported incidents in which

Photo C assified was found in Auto Hunter’'s retail display racks

recently has increased. Lenberger § 14; Sleeper § 13; didden
1 09.

On April 26, 1996, Plaintiff filed a seven-count Conpl aint
(Docket No. 1) agai nst Defendant, seeking to recover pursuant to
theories of (1) false designation of origin under the Lanham Act,
15 U.S.C. 8§ 1125(a); (2) dilution of fanmpbus mark under the Lanham
Act, 15 U.S.C. 8§ 1125(c); (3) comon | aw trademark infringenent;

(4) common | aw unfair conpetition; (5) Maine Deceptive Trade

! The record does not contain any indication as to the col or
schenme enpl oyed by Plaintiff in the March 2, March 16, and March
30 editions of Auto Hunter.




Practices Act, 10 MR S. A 88 1211-1216; (6) Maine Anti-Dilution
Statute, 10 MR S. A. § 1530; and (7) common | aw unj ust

enrichnment. Along with its Conplaint, Plaintiff filed the
present notion wth declarations by Lenberger, Sleeper, and

G idden. The present notion is based on counts I, V, and VI, and
Plaintiff urges this Court to enjoin Defendant from copying the

cover design of Auto Hunter and from di splaying Photo O assified

in the retail display racks for Auto Hunter.

DI SCUSSI ON

This Court may grant a prelimnary injunction if a plaintiff
has denonstrated that "(1) it has substantial |ikelihood of
success on the nerits, (2) there exists, absent the injunction, a
significant risk of irreparable harm (3) the bal ance of
hardships tilts in its favor, and (4) granting the injunction

wi Il not negatively affect the public interest.” TEC Engi neering

Corp. v. Budget Ml ders Supply, Inc., No. 95-1975, 1996 W

199619, at *2 (1st Gr. Apr. 30, 1996); see Equine Technol oqgi es,

Inc. v. Equitechnology, Inc., 68 F.3d 542, 544 (1st G r. 1995).

Plaintiff contends that it is likely to succeed on the
nmerits of its clains pursuant to section 43(a) of the Lanham Act,
the Mai ne Deceptive Trade Practices Act, and Maine’'s Anti -
Dilution Statute. On the record presently before the Court,
however, Plaintiff has failed to denonstrate a substanti al
| i kel i hood of success as to the three clains and, therefore, the

Court will deny its notion.



1. Section 43(a) of the Lanham Act

2 unlike

A claim pursuant to section 43(a) of the Lanham Act,
a claimpursuant to section 32, does not require that the
trademark or nane sought to be protected is federally registered.

PHC, Inc. v. Pioneer Healthcare, Inc., 75 F.3d 75, 78 (1st GCr.

1996). To recover pursuant to section 43(a), Plaintiff nust

show, inter alia, that there is a |likelihood of consuner

confusion between its product and Defendant’s. Two Pesos, Inc.

v. Taco Cabana, Inc., 505 U S. 763, 769 (1992); Boston Beer Co.

v. Slesar Bros. Brewing Co., Inc., 9 F.3d 175, 180 (1st Grr.

1993). That is, Plaintiff nust establish that a consuner is
likely to believe that Defendant’s magazine is in fact

Plaintiff’s magazi ne.

> In pertinent part, section 43(a) of the Lanham Act
provi des as foll ows:

(1) Any person who, on or in connection with any goods
or services, or any container for goods, uses in comrerce
any word, term nanme, synbol, or device, or any conbination
t hereof, or any fal se designation of origin, false or
m sl eadi ng description of fact, or false or m sl eading
representation of fact, which --

(A) is likely to cause confusion, or to cause
m stake, or to deceive as to the affiliation,
connection, or association of such person w th another
person, or as to the origin, sponsorship, or approva
of his or her goods, services, or conmercial activities
by anot her person,

shall be liable in a civil action by any person who believes
that he or she is or is likely to be damaged by such act.

15 U.S.C. § 1125(a)(1).



To determ ne whether a |ikelihood of confusion exists, eight
factors are exam ned, none of which are individually conclusive.

Equi ne Technologies, Inc., 68 F.3d at 546; Boston Beer Co., 9

F.3d at 183; Aktiebolaget Electrolux v. Armatron Int'l, Inc., 999

F.2d 1, 3 (1st Cr. 1993). Factual findings are required as to

each of the factors. Equi ne Technol ogies, Inc., 68 F.3d at 546;

Boston Beer Co., 9 F.3d at 183. The factors are: (1) simlarity

of marks; (2) simlarity of goods; (3-5) channels of trade,
advertising, and class of prospective purchasers; ® (6) evidence
of actual confusion; (7) defendant’s intent in adopting the mark;

and (8) strength of the mark. Equine Technologies, Inc., 68 F.3d

at 546; Aktiebol aget El ectrolux, 999 F.2d at 3.

As to the simlarity of the marks, the Courts finds the two
magazi nes di stinguishable. First, the nanes of the two

magazi nes, Auto Hunter and Photo Classified, are quite

dissimlar. Second, Plaintiff displays the title of its nmagazi ne
in a license plate notif whereas Defendant has presented its
title in filmstrip notif. Third, Plaintiff uses nuch |arger

| etters than Defendant for its nagazine title. Fourth,

Def endant’ s cover contains a |large graphic of a sports car next
toits title whereas Plaintiff’'s cover does not. Fifth, there
are several conspicuous typographical errors on the cover page of

Def endant’ s magazi ne. Because the title of a nmgazine creates

® Inthis circuit, these three factors are anal yzed
together. Equine Technologies, Inc., 68 F.2d at 546 & n.5;
Akti ebol aget, 999 F.2d at 3 n. 3.
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one of the nost promi nent points of identification and
di stinction for consunmers, the Court finds the two magazi nes
di sti ngui shabl e.
Furthernore, the Court remains as yet unpersuaded that
Def endant has copi ed the col or schenes of Plaintiff’s nagazi ne.
Based on the dates of the publications it is reasonable to infer

t hat Def endant published both the March 1996 and April 1996

I ssues of Photo Classified before Plaintiff published either the
April 13, 1996, issue or the April 27, 1996, issue of Auto
Hunter.* It is also reasonable to infer, then, that Plaintiff
knew of Defendant’s col or schenme soon enough before those Auto
Hunt er issues were published to adjust the color schene of those
| ssues accordingly. The publication sequence al so di m nishes the
Court’s inclination to believe the conclusory allegation of
Plaintiff's president that the simlarly col ored nagazi nes were
on sale at the sane tine. See Lenberger {1 12, 14. The Court
concl udes, therefore, that Plaintiff has failed to denonstrate
that Defendant is wholly responsible for any alleged confusion
the simlar color schenes m ght have caused.

As to the simlarity of the goods, the Court also finds

di fferences even though both nagazi nes are phot ograph-based

* The record contains neither any indication as to the
preci se date on which Defendant distributed the March and April
| ssues of Photo Classified nor any indication as to the precise
date on which the April 13 and April 27 issues of Auto Hunter
were distributed. It is apparent that the April 27 issue of Auto
Hunt er was published before that date because Plaintiff filed the
conplaint on April 26, 1996, with an attached copy of the April
27 cover.




classified adverti senment magazines. First, Defendant’s nmagazi ne
Is allegedly of inferior quality. Second, Defendant’s nmagazi ne
contains fewer pages. Third, it appears that Plaintiff’s
magazi ne contains |listings froma nuch | arger geographic area
than Defendant’s and that, unlike Plaintiff’s magazi ne,
Defendant’s carries listings from Canada. Fourth, Plaintiff
publ i shes its magazi ne bi -weekly whereas Defendant publishes its
nont hl y.

As to the channels of trade, advertising, and class of
prospective purchasers, Plaintiff presents evidence that both

Aut o Hunter and Photo Cassified are sold in sone of the sane

grocery and conveni ence stores in Maine.

As to evidence of actual confusion, Plaintiff presents
evidence that two of its distributors were confused initially
upon seeing Defendant’s nmagazine. Plaintiff, however, presents
no evi dence of actual confusion on the part of a consuner
pur chasi ng Def endant’s nmagazine thinking it was Plaintiff’s.

Plaintiff’s strongest argunent concerns Defendant’s intent
i n adopting a sim |l ar magazi ne cover. Although Defendant
initially enployed a magazi ne cover very different from
Plaintiff’s, Defendant has since nmade significant changes which
cause its cover to nore closely resenble Plaintiff’s. It could
be inferred that Defendant has attenpted to mmc Plaintiff’s
magazi ne cover. This inference, however, does not alter the
Court’s ultimate conclusion that Plaintiff has failed to

denonstrate a |likelihood of consuner confusion because Def endant,
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I n adopting a simlar magazi ne cover, has not acted in such a way
that is likely to cause actual consuner confusion

As to strength of the mark, Plaintiff presents evidence that
It has conducted its business since May 1975, that it has
mai nt ai ned the same cover design since 1983, and that it has
wor ked hard to sell and market its magazi ne.

After exam ning of all of the above-listed factors, this
Court concludes that Plaintiff has failed to establish that it
has a substantial |ikelihood of success in proving that there is
a likelihood of consunmer confusion between its product and
Defendant’s. In reaching this conclusion, this Court finds nost
significant that the titles of the magazines are distinctive;

t hat Defendant’s nagazi ne has fewer pages and is of inferior
quality; and that Plaintiff has not produced sufficient evidence
of actual consunmer confusion. Therefore, this Court will deny

5

Plaintiff’s notion pursuant to section 43(a) of the Lanham Act.

2. The Mai ne Deceptive Trade Practices Act

Plaintiff contends that Defendant’s conduct viol ates the

Mai ne Deceptive Trade Practices Act, 10 MR S. A 88 1211-1216

> 1t is unnecessary, then, for the Court to examine the
ot her elenents of a section 43(a) claim

10



(1980), ® because Defendant has engaged in conduct causing a
| 'i kel i hood of consuner confusion.

For the reasons stated above, the Court concludes that
Plaintiff has failed to prove a substantial |ikelihood of success
in establishing a |ikelihood of confusion. Accordingly, this
Court will deny Plaintiff’'s notion as to the Miine Deceptive
Trade Practices Act.

3. Maine's Anti-Dilution Statute

Plaintiff further contends that Defendant’'s conduct viol ates

Mai ne’s Anti-Dilution Statute, 10 MR S. A. § 1530, ' because

® Plaintiff relies on the follow ng provisions of Mine' s
Deceptive Trade Practices Act:

A person engages in a deceptive trade practice when, in the
course of his business, vocation or occupation, he

A. Passes off goods or services as those of another;

B. Causes likelihood of confusion or of
m sunder standing as to the source, sponsorship,
approval or certification of goods or services;

C. Causes |ikelihood of confusion or of
m sunderstanding as to affiliation, connection or
association with, or certification by, another;

or

L. Engages in any other conduct which simlarly creates
a likelihood of confusion or of m sunderstanding.

10 MR S. A § 1212(1) (1980).
10 MR S. A § 1530 (1980) provides,

Li kel i hood of injury to business reputation or of
dilution of the distinctive quality of a mark
regi stered under this chapter, or a mark valid at
common | aw, or a trade nanme valid at common | aw, shal
be a ground for injunctive relief notw thstanding the

11



Def endant has created consunmer confusion and has diluted the
distinctive quality of Plaintiff’'s mark by creating an identi cal
magazi ne.

As stated above, Plaintiff has failed to establish that
Def endant has created consunmer confusion. 1In addition, the Court
further concludes that the namgazi ne covers are not so simlar as
to cause an injury to Plaintiff’s business reputation or to
dilute the "distinctive quality of [Plaintiff’s] mark."
Accordingly, the Court concludes that Plaintiff has failed to
denmonstrate a significant |ikelihood of success as to this count
of its Conplaint.

CONCLUSI ON

Accordingly, it is ORDERED that Plaintiff’s Mtion for
Tenporary Restraining Order and Prelimnary Injunction be, and it

I s hereby, DEN ED.

GENE CARTER
Chi ef Judge

Dated at Portland, Miine this 7™ day of May, 1996.

absence of conpetition between the parties or the
absence of confusion as to the source of goods or
servi ces.
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